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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 04 November 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1,9 and 13-35 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) |EI Claim(s) 1,9 and 13-35 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) IZI The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 1 1 February 2000 is/are: a)^ accepted or b)^ objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . Claims 1, 9, 13-35 of U. S. Patent 09/502,133 are in front of the office for 
consideration and remain pending. Claims 2-8, 10-12 are canceled. 

Information Disclosure Statement 

2. Applicants have submitted a fourth voluminous IDS. Many of the extremely long 
manuals also appear to be cumulative. In view of the extremely complex and dense 
material, and the extremely large number of pages . Applicants assistance is requested 
if Applicants wish a limited number of relevant pages be reviewed in deptli . This issue 
has been previously raised with Applicants. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1, 13-34 are rejected under 35 U.S.C. 101 as being directed to 
nonstatutory subject matter since the claims are not proper process claims. 

4. The claims are not process claims as defined by the courts because they are not 
tied to another statutory class (such as a computer) and there is no claimed 
transformation of matter. Furthermore, note the machine must be a particular machine 
and be more than incidental to carrying out the claimed method. As Comiskey 
recognized, "the mere use of the machine to collect data necessary for application of 
the mental process may not make the claim patentable subject matter." Comiskey, 499 
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F.3d at 1380 (citing In re Grams, 888 F.2d 835, 839-40 (Fed. Cir. 1989)). In other 
words, nominal or token recitations of structure in a method claim should not convert an 
otherwise ineligible claim into an eligible one. For the same reason, claims reciting 
incidental physical transformations also may not pass muster under section 101. To 
permit such a practice would exalt form over substance and permit claim drafters to file 
the sort of process claims not contemplated by the case law. In Benson, the Court drew 
the conclusion that "transformation" is the clue to patent-eligibility "of a process claim 
that does not include particular machines." Benson, 409 U.S. at 68-71 . 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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7. Claims 1, 9, 13-35 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Helson (The inventor's PhD thesis - of record) in view of Benecke et al. 
(Applicant's IDS) and the taking of official notice. 

8. Helson discloses: 



identifying, from a connection table for a chemical structure, an 
instance of chemical structural symmetry in the chemical structure (pp, 145- 
149; fig. 4.5; chapter 4; fig. 3.5, pg . 221, fig. 4.9, fig. 5.4); 

wherein the instance of symmetry includes symmetrically equivalent 
atoms and bonds (page 246; fig. 4.5; chapter 4, fig. 4.9, 5.4); 

positioning atoms and bonds in the chemical structure diagram pp. 145- 
149; page 246; fig. 4.5; chapter 3). 



Note page 203-211 (redrawing) 



m 



Tabk Cntms for AeLSe^aw 




^ Aligmasjtt asid zag o-f chains 

S 2 Ali^amect of siagf boodd 

^ 4 Maccsorientatioja af ring systems 

B $ S^^mjmetry i|i , , 

M Atom w&wdiEsg 




3 Eaadl aiifiamfiiife 

8 Bead eiistdbutioa 




When a cdteiion is not sppLkable to a mokeyJe its w^eigbt is set to sero 
Similaxiy, the weights for criteria 5, 6 and 7 are st4}iiat$d ti> rBflsct the 
Importaac^ of the mtenm to- th* moiscais u hajid. 



And (pg. 149) : 
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i^m 3.1, Rfedraw algoritte 



chain bends; ealetiiate aiitims' dravflrsg priorities, stc. 

a) Caleolatfi af asigieal. 
b't AsfsigTi a drawing strategy for every ring, 
«) Cheese t±ie Head Atom, aad imtiaiiie wqi4: Jiusaes 
d) Dequetie m\ at^m CFdtigeAt). Is it hi & ring'' 

B) Mug^ precsssmg 

a) Deddfi wtueb Hfiighbor of Friag?At to plate li'Sxt, 
h) Decide angle at which, to piase tjeighbur, 
c) Kst« if tberie ss atom erswdimg, 
4) If sjfeighfeGr is ita aa asadfawa ring, dttaw rii^,. 
«} Stepji 3a-d ars inspeat6«i uatil all Qeigbbors have been pjfec^d. 
ttem douijls h^M mr^Q^^mm^ is cheeked mi tm&§»d if 
mm^m^ if FdapAt Is m WllliMiililnii lnm I |;s: 
Ho: 

4> Kon-ring pruceg^ing. Calculate A£tg„I»c, the angyTs 
bstwessi suitsstita&tifcs. Piaes ay.festittssats aesardrngly ,: Q.£(tiJ3g 1 
crow^iHg results, ^ *s 

5> If atom crowding was aoted, invoke the anti-overlap pfdfeedsifs- 



Raturs to step 'M if the queue xs not einpcy. 
I pQ5t*pl a cement processtTsg 



a) Restorie s-ense of molecule it has been SiptpstJ. 

templates. 

dl AligTs. makmle and its boaS . 
«) Keinsteta original fsrra if .€;F h 
7) BspmiUm. 




9. Note that the redraw algorithm calls the reposition algorithm . See page 145- 
146: 



In CAJftO, ?jD<; is divid<&d inta twfj iadeptadeiit processesL SD<3 proper, 
referred to as 'r»<jf av nag," and posttiomng •'if the reswItlQ^ molyculM. 
caJkd "repoaltitariift^." Ilatlt facriBtief! sseSst aa l&a^it&inj&nt paekages ot 
rd3SSii^^t'Say^«iC2^ied to sesve <3iff&i*ent eccsMoaa; they aafe not rigidly 
fed to sny partieuiar phase of tite progrisan. In feet, rg positiftsis^ n ot 
even require perceptiot-, atthoogh re-drawirsg does. The twij execytivs 
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s are fiSDE^kW for SSO f fspsr, md AMA^^Wttr pasitiDuaiig. A4 
preseat REDU.W, wMth always iisTOkea aKajisK) st its end, is caUed 
from tlie Cailoviiug places; 



Also see the table of contents: 



Page 

CEAFTEK 3, STfiUCTUEE Bli^GRA^lS FEOM CONKBCTION 

TABLES ..m 

Abstract 136 

IstrsdaeteEm. I2g 

Piifptsft and Context otSDO 137 

Chmi«age« to m SDO ^gerifchm.-.. W5 

C&mplex Bjiif Systems 130 

SpL»dal Morphologies 133 

A»iu and B-andOverSsp , , 136 

freesdrnts ,..„..,>,,.,.„>.,,...,.,.....,>,,.,,,., 13 

STR3 (1973),., , m 

C«Lrhart (1976) 140 

CAS U97"> W3 

Spektrea (1^82) , 143 

Shelky CtSSS) 14B 

Ufsi^-emfyof Hull imBQ] .„„ „ 1« 

DEPICT citm>.. 

lmplem®ji.tatjm ia C^IO — 

Redraw Algorithm - , , , , 14S 

OutUae 14B 

Simph Rtn.g Drviwmg aad the Irreg^jlar Poiygos Metliod 13S 

C©ttspl6« Moaosfdie Eissp,.,,..,.,,,. .,.„.....»,., ISO 

Eieycii< Bin^ Sysuoia , , ItS 

Avoidisag- C<sjsgestisj:Ei: Atom Psrttjd^y , tlte Fie«mg Searsstie, 

and tbe Cong-pstaoa Punctioii 1S4 

Keffiovai of Atem aad Bond Overlap mi Crowding ;.lih« RBS 

Hearistic).,* If? 

Mm iUpsniferra ,.,..,..<.......,„^...«^^ 

Analytic R^posifciomng Algonthisn IIS 

Byiiainic R^'pesstiotiing Algorithm. - WB 

Thft^ Jatxiptiig Ki'unstic ISl 

JJs^f He Fttftctioaa aiid tite^ Testing Database , 300 

A^F^Kepfi; ^^ith&tic B'anttisn for Fosittisiaof Molecules .202 

AeCHeiraw: Esthetic Fuitclian for Eedrwiog ,.,308 

Th? Testing Database 311 
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A Ursified Reposittcming Aigoiitfam 

AckRovf !ej3gfiaieiJt 

Hefeeoc-es and K<it«a 




CiiAFTER 4, DCTRCTfON OF SYMMETRY ANB BOPLICATE 
PEODUCTS 



Th-e need fnr S>T3K!ietry Pefteption and Idewtis:^ Stractufe 




1 0. Helson does not appear to disclose 

laying out atoms/bonds to express the identified symmetry 
as previously argued by Applicants. 

1 1 . Benecke et al. discloses laying out atoms/bonds to express the identified 
symmetry (pg. 45): 

Bach of ?*h?s stmciural isomers may exi^t in smr^l 
con%?;jraiiot^s m space:, MOLOBN"^ h capabN of 
|gHefg|||igj1t pajjssbk coiiiiguiational tsfamers, again 
fe<JiiadJtncy fre$ (whicK of coBrsg. also mpl'm tl>g 

The notlOii sieiiS«isam«:i1sm Is no: unsqw}^ de- 
ftjtca m ctseinbtrjf; it should iheiefoie be stijt<2<l 
wtikh kinds M ^fcts are rakeu into a<2<r«\jj}t. Pfi* 
manly (i) cbiraltty of itu&nUm mm% 

even tn rings ansT ai^d (U) tmitHmx^mi 

immmmm. 
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estimincd for sterecchei^jcal ptoijejtjes ehs com^ 
pM« set of canfigiimliunyl i^nnei^s k $tmiai^4 

Hits roetlmd is baseiJ on jij^proved by |9X Table 
2 Stows Ihc j^amtjers of stersDJ^ome-rs comsporsdipg 
ta &U Bltwmmi h^mtt& of a mnglti gross formub. 



which are sgain discaissed in |7|, can fmuil iji 
It^l,) Is Fig. 2 ih^ foMt stfii«Oi-som«}S of t,2t3»4*i4if^' 
meJhyJc)'ctebai3«<j ma displayed <is ajj ejisjufjle. 



12. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to so modify Helson in order to generate all configurations to facilitate 
chemical research. 

1 3. As for dependent claims, Benecke et al. discloses (pg. 45): 

Mach el lHs smicrursi isomers may exist in s-^v^iral 
cofl%«fa!ions in sp^e. MOLOIN* b cap-able of 

redtindjincy fm (which, coorse> mpVm ikz 

Thfi miion %mmist^mm$m Is nm mlqmly de- 
flae^^ m chembtry; it shouid thei^fore be slM 
wljJch kinds tff ttt^m Mm ukm M<t acccs^Rt M- 




Application/Control Number: 09/502,133 Page 9 

Art Unit: 2128 

Official notice is tal<en tliat a sl<illed artisan would understand that there are a limited 
group of possible symmetries and would emply them as appropriate. Also, see (Helson) 
chapter 4 (examples of symmetry). 

Response to Arguments 
14. Applicants have made no arguments. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Hugh Jones whose telephone number is (571 ) 272-3781 . The examiner 
can normally be reached on M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kamini Shah can be reached on (571) 272-2279. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Hugh Jones/ 

Primary Examiner, Art Unit 2128 



